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The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 


MONTH(S) FROM 


Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) SO Responsive to connmunication(s) filed on Oct 29. 2001 

2a) H This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Qu$fl§35 CD. 11; 453 O.G. 213. 


Disposition of Claims 

4)B Claim(s) 14-16 


. is/are pending in the applies 


4a) Of the above, claim(s) . 
5)D Claim(s) 


6) ES Claim(s) 14-16 

7) D Claim(s) 

8) D Claims 


is/are withdrawn from considers 

is/are allowed. 

is/are rejected. 

is/are objected to. 


. are subject to restriction and/or election requirem 


Application Papers 

9) □ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on 


is/are objected to by the Examiner. 
is: aP approved b)Ddisapproved. 


1 1) D The proposed drawing correction filed on 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)D All b) □ Some* c) CNone of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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15) O Notice of References Cited (PTO-892) 

16) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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18) Q Interview Summary (PTO-413) Paper No(s). 

19) O Notice of Informal Patent Application (PTO-152) 

20) □ Other: 
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DETAILED ACTION 

Response to Amendment 

1 . This office action is in response to amendment filed October 29 2001 . 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-13 have been considered but are moot in 

yiVw nf thp. new ornunHfsl of reiection. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

A. Claims 14-16 are not sufficiently precise due to the combining of two separate statutory 
classes of invention in a single claim. Claim 14 begins by discussing the specifics of an apparatus 
(a cash depositing facility, an automated ...trading system and a clearing house computer), but the 
claim end with the method (the steps) of operating the clearing house computer. 

B. The preamble of the claim 14 refer to an apparatus (the contract exchange including), but 
the body of the claim cites combination of apparatus and method. The dependent claims 15 and 16 
discuss the specifics of the method of operating the clearing house computer. 

C. Claims 15 and 16 are rejected as being dependent on claim 14 as discussed above. 

6. 35 U.S.C. § 101 reads as follows: 

"Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent 
therefore, subject to the conditions and requirements of this title". 


Application/Control Number: 09 1 25479 Page 3 

Art Unit: 2162 

Claims 14-16 are rejected under 35 U.S.C. § 101 because the claimed invention is directed 
to non-statutory subject matter. 

35 USC 101 requires that in order to be patentable the invention must be a "new and useful 
process, machine, manufacture, or composition of matter, or any new and useful improvement 
thereof (emphasis added). The applicants claims mentioned above are intended to embrace or 
overlap two different slalutoiy classes of invention as set forth in 35 T ISC 101 . The claims begin 
by discussing an apparatus (ex. A cash depositing facility), but subsequently the claims then deal 
with the specifics of a method (the steps) of operating the clearing house computer (see above 
rejection of claims under 35 USC 1 12, second paragraph, for specific details regarding this issue). 
"A claim of this type is precluded by the express language of 35 USC 101 which is drafted so as 
to set forth the statutory classes of invention in the alternative only", Ex parte Lyell (17 USPQ2d 
1548). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

(b) the invention was patented or described in a printed publication in this or a foreign country 
or in public use or on sale in this country, more than one year prior to the date of application 
for patent in the United States. 

5. Claims 14-16 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by Austrian 
Futures & Options Exchange (OTOB) as stated in the reference "The Austrian derivatives 
market", Global Investor, London, 1994; Schiendl, Gunther, hereinafter "OTOB". 
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6. As per claims 14-16, OTOB as stated in the reference is a fully electronic trading system 
which acts as clearing house, integrating clearing and settlement with the central marketplace 
system. OTOB disclose a computer based cash management fund in which investors deposit 
funds ... for the opening of contracts (see page 5 para. 4.8); an automated real time screen to 
trade contracts in a marketplace and a clearing house electronically linked to the cash depositing 
facility and the real time trading system (see abstract and para.. 4 4_ 4.5); an indivisible financial 
package contract between first and second party... ;trading contract between the first and second 
party investors: recording price changes... transferring assigned funds after trading... (see under 
para. 4.8). 


Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Guide to European Equity Markets 1992: Austria; Schiendl, Gunther; Euromoney 
European Equity Markets Supplement. 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this commiinication or earlier communication from the examiner 
should be directed to Yehdega Retta whose telephone number is (703) 305-0436 and electronic 
transmission / e-mail address is "yehdega.retta@uspto.gov". Examiner can normally be contacted 
Monday through Friday from 7:00 a.m. to 3:30 p.m. If applicant(s) chooses to send 
information by e-mail, please be aware that confidentiality of the electronically transmitted 
message cannot be assured. Please see MPEP 502.02. Information may be sent to the Office by 
facsimile transmission. The Official Fax Numbers for TC-2100 are: 


After-final 


(703) 746-7238 


Official 


(703) 746-7239 


Non-Official/Draft 


(703) 746-7240 
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